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DETAILED ACTION 

The examiner of your application in tine USPTO lias clianged. To aid in 
correlating any papers for this application, all further correspondence regarding this 
application should be directed to Art Unit 1648, examiner Mosher. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/31/2007 has been entered. 

Response to Amendment 

The rejection of claims 18-20 and 22 under 35 USC 112, 2"^^ paragraph is 
withdrawn In view of the amendment to the claims. 

The objection to claim 10 is withdrawn in view of the amendment to the claim. 

The provisional double patenting rejection over claims of copending application 
10/676502 is withdrawn in view of the abandonment of that application. 

Claim Rejections - 35 USC § 102 

Claims 1,7, 10-12, 16, and 30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kinney et al WO 01/60847, see example 6. This rejection is 
REINSTATED because withdrawal of the rejection was in error. Applicant argued that 
the reference was not available as prior art because it was filed August 23, 2001 , which 
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is later than applicant's priority date, and the rejection was withdrawn in response to that 
argument. However, Kinney was not filed on August 23, 2001 , but on February 23, 
2001 , which is earlier than applicant's priority date. Therefore the rejection is 
REINSTATED. 

Claims 1-3, 7, 16, and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamshikov et al (Gene 149:193-201). This rejection is REINSTATED 
because withdrawal of the rejection was in error. Applicant argued that amendment of 
the claims to recite a vaccine inherently provides information relating to the 
characteristics of the composition, that a protective immune response is conferred by 
administration of the vaccine composition. However, the ability to induce a protective 
immune response is also inherent in the composition disclosed by Yamshikov, since it 
contains the same components as the composition recited in the claims. Insufficient 
understanding of the inherent properties of a known composition does not defeat a 
finding of anticipation. Atlas Powder Co. v. IRECO Inc., 51 USPQ2d 1943. 

Claims 1, 7, 16-22, and 30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Chang et al US 2003/0022849, for reasons of record. Claim 7 is added to 
this rejection, as it was previously omitted by error. Applicant has not filed any showing 
of prior invention. Note, the Chang application has now issued as patent 722701 1 . 
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Claim Rejections - 35 USC § 103 

Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kinney et al WO 01/60847, for the reasons given in the first Office action. This 
rejection is REINSTATED because Kinney is available as prior art, as discussed above. 

Claims 10-13 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chang et al 2003/0022849, for reasons of record. Again, applicant has not filed 
any showing of prior invention. 

Claims 1-13, 15-18, 20, and 30 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combined teachings of Paoletti et al 5,744,141, Chang 
US2003/0022849, and Paoletti 5,505,941, for reasons of record. 

Claims 21, 22 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combined teachings of Paoletti et al 5,744,141, Chang US2003/0022849, and 
Paoletti 5,505,941 as applied to claims 1-32, 36 above, and further in view of Ramshaw 
et al (Immunology Today 21 :1 63-1 65, 2000), for reasons of record. 

Claims 14, 19 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Paoletti et al 5,744,141, Chang US2003/0022849, and Paoletti 5,505,941 as 
applied to claims 1-32, 36 above, and further in view of Audonnet et al WO 99/44633, 
for reasons of record. Applicant has not presented a showing that the publication by 
Audonnet is not by another. 

Claims 1-11, 16-18 22, and 30 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paoletti (Proc Natl Acad Sci USA, 1996, 93:1 1349-1 1353), in view of 
both Goverdhan et al. (Acta Virol, 1992, 36: 277-283) and Ostlund et al. (Vet Clin North 
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Am Equine Pract, 2000, 16: 427-44, Abstract), as evidenced by Paoletti et al. (US 
Patent No. 5,756,103), for reasons of record. 

Claims 1-12, 16-18, 22, and 30 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paoletti taken with Goverdhan et al. and Ostlund et al., as applied to 
claims 1-11, 16-18, and 22 above, in further view of both Stocks et al. (J Virol, 1998, 72: 
2141-2149) and Chang et al. (J Virol, 2000, 74: 4244-4252), for reasons of record. 

Claims 1-11, 13, 14, 16-20, 22, and 30 remain rejected under 35 U.S.C. 103(a) 
as being unpatentable over Paoletti taken with Goverdhan et al. and Ostlund et al., as 
applied to claims 1-11, 16-18, and above, in further view of Mumford et al. (Epidemiol 
Infect, 1994, 112: 421-437, Abstract), for reasons of record. 

Claims 1-11, 15-18, 22, and 30 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paoletti taken with Goverdhan et al. and Ostlund et al., as applied to 
claims 1-11, 16-18, and 22 above, in further view of Varga et al. (Veterinary Microbiol, 
1997, 56: 205-212) , for reasons of record. 

Claims 1-11, 16-18, 21, 22, and 30 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Paoletti taken with Goverdhan et al. and Ostlund et al., as 
applied to claims 1-11, 16-18, and 22 above, in further view of Ruitengerg et al. 
(Vaccine, 2000, 18:1367-1373), for reasons of record. 

In response to the above rejections, applicants argue that one would not 
extrapolate from pigs to horses, that killed and live vaccines are different, and that the 
references would lead one to administer a JEV vaccine against WN since Goverdhan 
teaches cross-protection. However, extrapolation from one species to another is 
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commonplace, as evidenced by tlie routine testing of vaccines and therapies in animal 
models. Paoletti teaches an effective anti-JEV vaccine, Goverdhan teaches very close 
similarity between JEV and WN, and Ostlund provides motivation to combine. The real- 
world success of example 32 has been considered, but the arguably unexpected single- 
dose protection in horses is not commensurate in scope with the composition and 
method as claimed. 

Double Patenting 

Claims 1-22 and 30 remain provisionally rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claims 1-30 of 
copending application 10/679520, for reasons of record. Applicant's intent to address 
the rejection is noted. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary E. Mosher, Ph.D. whose telephone number is 571- 
272-0906. The examiner can normally be reached on varying dates and times; please 
leave a message. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell can be reached on 571-272-0974. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mary E Mosher, Ph.D./ 
Primary Examiner, Art Unit 1648 

5/5/08 



